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DETAILED ACTION 
Response to Amendment 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 1-15,21 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 05- 
262057 (JP057). 

JP057 teaches forming a thermal sensitive porous sheet comprising a plastic film base [001 1] 
on which is applied a porous resin imaging layer. The layer is formed using a water/oil emulsion, 
a thermoplastic polyurethane resin added drop wise and distributed into the oil phase, within the 
water phase is inherently discontinuously distributed in the oil by virtue of their inherent surface 
tension properties [0013-14]. The applied coating is dried to form the porous coating. The 
formulation also includes an emulsifier to form an emulsion and an organic solvent [0012,0014]. 

As to the amended version of claim 1 1 , the Examiner notes only the preamble cites the 
limitation that the film be "perforable by use of a thermal head" (emphasis added). Thus, the 
limitation is merely directed to use with no intentional purpose, and further the limitation fails to 
give "life, meaning, and vitality" to the claim steps, MPEP 21 1 1.02, first three sections. The 
process of the prior art anticipates that of the claim as written, and therefore is inherently capable 
of being "perforable by use of a thermal head". The Examiner also points out a thermal head is 
utilized in the prior art reference, see for example [0023,0028]. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP057 in 
view of GB 2306689 (GB689). 

JP057 is cited for the same reasons previously discussed, which are incorporated herein. 
Alternate resin film formers and layer properties are not cited. 

GB689 forms a porous thermal sensitive stencil sheet comprising a porous resin layer on a 
thermoplastic film using the process described on page 8, 23 to page 9, 30, which is similar to 
the concept of the multi-phase coating system of JP057. GB689 teaches resin layer materials 
including polyvinyl butyral resin (p.6, 31) per claim 16, and it therefore would have been 
obvious to substitute the film forming resin of GB689 for that of JP057 because the resins are 
disclosed to be suitable for the same purpose. The reference provides specific criteria for coated 
porous sheets including a flexural rigidity of 5-200N to allow proper transfer in a printer; 
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porosity of 1-157 cc/cm2-sec; average pore size diameters of 2-50 microns and a total porosity of 
4-80%, which meet or overlap the ranges of Applicants claims 17,18,20. The subject matter as a 
whole would have been obvious to one of ordinary skill in the art at the time the invention was 
made if the overlapping portion of the ranges disclosed by the reference were selected because 
overlapping ranges have been held to be a prima facie case of obviousness, see In re Wortheim 
191 USPQ 90. Fillers are cited on p.7, 10 per claim 19 to control strength, stiffness, and pore 
sizes of the resin coatings. 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the process of JP057 by incorporating the fillers and substituting alternate film 
resins, and to optimize the film properties to meet the criteria set forth by GB689 to provide 
thermally sensitive porous stencil sheets with optimal/ useful porosity/pore size and mechanical 
properties. 

Response to Arguments 

Applicants amendments and clear, concise arguments have been fully considered. Applicants 
have amended the preamble of independent claim 1 1 to recite the limitation that the film be 
"perforable by use of a thermal head". Thus, the limitation is merely directed to use with no 
intentional purpose, and further the limitation fails to give "life, meaning, and vitality" to the 
steps of claim 1 1+, per MPEP 21 1 1.02, first three sections. Since no positive step of perforating 
is required by claim 1 1, the prior art product would have been able/ capable of being perforated 
by a thermal head since the process steps of the prior art anticipates the process of at least claim 
1 1 as written. The Examiner also points out a thermal head is utilized in the prior art reference, 
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see for example [0023,0028]. Consequently, the rejection of dependant claims 12-21 are equally 
valid and are maintained. 

Argument on page 6 that the film base material be "perforated by . . . use of a thermal head" is 
not commensurate with scope of claims because the claims never recite a positive step of doing 
so. 

The differences alluded to on page 6 are not convincing because the method as claimed is the 
same as the prior art, and hence would have been expected to provide the same outcomes. 
Similarly, the argument that the properties of the process of the present invention and that of the 
prior art are not necessarily inherently the same is not persuasive because two processes which 
are the same would produce the same outcome. If Applicants product is unlike that of the prior 
art, then critical steps to reach that end must be missing. The Examiner also notes that 
Applicants' advantage of the film making process- high coating speed and improve productivity- 
are basically the same advantages noted by JP'073, [0003} and elsewhere. 

The secondary references are cited for the same reasons previously disclosed and as discussed 
again above. They simply introduce alternate resin film formers and properties which would 
have been expected to have been combinable with JP'057 to attain the benefits expressly set 
forth. 

Applicants amendments and arguments are not persuasive, and the rejection of claims 11-21 
are maintained. 
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6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frederick J. Parker whose telephone number is 571/ 272-1426. 
The examiner can normally be reached on Mon-Thur. 6:15am -3:45pm, and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571/272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




^edterg^^Tarker 
PrimaryExaminer 
Art Unit 1762 



